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_ THE UNITED REPUBLIC OF TANZANIA

No. 10F‘1_987

% ASSENT,
P

An Act to repeal and replace the Patents Registration Ordinance so
as to make better provisions for the promotion of inventivity and
innovation for the facilitation of the acquisition of technology on
fair terms through the grant and regulation of patents, utility certifi-
cates and innovation certificates

ENACTED by the Parliament of the United Repubfic of Tanzania.

. RO ]

PART 1
PRELIMINARY

1. This Act may be cited as the Patents Act, 1987 and shall come  Short title
into operation on such date as the Minister may, by notice in the
Gazette appoint.

2. In this Act, unless the context otherwise requires— Interpre-

. . . . ) : tation
“application” means an application for the grant of a patent under
this Act and, Subject to section 31(3), includes an international
application referred to in section 31(3); and the word “applicant”
shall be construed accordingly; -

“court” means the High Court of Tanzania;
“International Bureau” means the International Bureau of the World

Intellectual Property Organisation established by the Conventlon 3
: signed at Stockholm on 14th July, 1967,
. “licencee” except in Part X of this Act, means a licencee under a contract
registered or deemed to have been registered under section 49;
“Minister” means the ministerresponsible for matters relating to Patents;



NAKALA MTANDAO (ONLINE DOCUMENT)

6 No. 1 Patents 1987

"Convention" means the Paris Convention for the Protection of Indust-

rial Property of 20th March 1883, and any revisions thereof to which
Tanzaniaisor mq}/ become a party; _
"Patent Cooperation Treaty" means the treaty of that name signed at
Washington on 19th June, 1970; . '
"Registrar" means the Registrar of Patents appointed under section 4;
"Register” means the register referred to in section 6;
"Regulations’ means the Regulations referred to in section 75; and the
verb "to work™ shall be construed in accordance with section 38(3).

PART Il

THE PATENTS OFFICE
Establish- 3. Thereis hereby established a Government Office which shall be
ment of known as the Patents Office.
Patents
Office
Appoint- 4.-(1) The President may by noticein the gazette appoint a Registrar
ment of of Patents who shall perform the duties and exercise the powers assigned
Office to the registrar under-this Act and be responsible for its administration.

(2) The Minister may appoint one or-more Deputs Registras of Patents
who shall, suk%j ect to the direction of the Registrar have powers and
privileges conferred by this Act on the registrar.

(3) The Minister may appoint such examiners and other officers as
may be necessary for carrying out the function provided under this Act -

Functions 5. The Functions of the Patents Office shall be-

of the pa- (a) to grant patents under this Act;

Office (gl) to promote inventiveness among national's of the United Repub-

lic;

(c) to establish and operate a patent documentation centre for the
purpose of dissemination of information on patents;

(d) to collaborate with other bodies whether local or international
whose functions relate to patents matters,

(e) to provide information on patented technology so asto facilitate

transfer and acquisition of technology by the United Republic;
(f) to perform such other functions as are’ neCessary for the further-

ance of the objects of this Act.

Patents 6.-(1) The Registrar shall maintain aregister in which he shall record
Register all matters required to be registered under this Act.

(2) Any person may on request consult the Patents Register and may
take extracts from it on payment of a prescribed fee.

(3) The details concerning the register shall be prescribed by regula-
tions.
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PART Il
PATENTABILITY

7.-(1) For the Burpo_ses of this Act, "invention" means a solution Definition

to a specific problem in the field of technology and may relate to a

product or process.
(2) The following shall not be regarded as inventions within the mean-

ing of subsection (I()':’

Eag discoveries, and scientific and mathematical theories;
b) plant or animal varieties or essentially biological processes for
the production of plants or animals, other than microbiological

and the products of such processes,

(c) schemes, rules or methods for doing business, performing purely
mental acts or playing games,

(d) methods for the treatment of the human or animal body by
surg?ery or therapy, as well as diagnostic-methods; but shall not
apply to products for use in-any of those methods;

(€) mere presentation if information.

8. Aninvention is patentableif it is new, involves an inventive step ~ Patenta
and isindustrially applicable. bleinve-

ntion

9.-(1) Aninvention isnew if it is not anticipated by prior art. Novelty

(2) (a) Everything made available to the public any wherein the
world by means of written disclosure (including drawings and other
illustrations) or by oral disclosure, use, exhibition or other non-written
means shall be considered prior art provided that such making available
occurred before the date of the filing of the application, of priority is
claimed, before the priority date, validly claimed in respect thereof.

(b?] For the sole purpose of the evaluation of novelty, an application
for the grant of a patent or autility certificate in the United Republic
shall be considered to have been comprised in the prior art as from the
filing date of such application or, if priority is claimed, as from the date
of itsvalidly claimed priority, to the extent to which its contents are
available, or islater made available, to the public in accordance with
this Act or in accordance with the Patent Co-operation Treaty.

(3) A disclosure of the invention shall not be taken into consideration
if it occurs not earlier than six months before the filing of the application
and if it was by reason or in conseguence of :-

(i) the fact that the applicant or his predecessor in title displayed
the invention at an official or officially recognized international
exhibition, or

(ii) an e_vildent abusein relation to the applicant or his predecessor
intitle.
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Inventive  10. Aninvention shall be considered as involving an inventive step
step if, having regard to the prior art, within the meaning of section 9(2) (a),

it would not have been obvious to a person skilled in the art on the date
of thefiling of the application or, if priority is claimed, on the priority
date validly claimed in respect thereof -
Industiial - 11. An invention shall be taken to be capable of industrial application
applicar if according to its nature, it can be made or used, in the technological
tion sensein any kind of industry, including agriculture, fishery and services.

Where 12. A patent may be obtained even in respect of an invention the
exploita- exploitation of which is prohibited by law, except where public order

ﬂ?t;;gjo- or morality prohibits the exploitation of the invention.

Tempo- 13. Inventions which concern certain kinds of products, or processes

ray exdu-  for the manufacture of such Products_, may, by statutory instrument be

sonfrom  excluded from patentability for a period not exceeding ten years. Any

peienta exclusion as aforesaid may by statutory instrument be extended for
y further periods, each such period not exceeding ten years.

PART IV
RIGHT TO PATENT; NAMING OF INVENTOR

Right to 14.-(1) Theright to a patent shall belong to the inventor.
patent

(2) If two or more persons have jointly made an invention, the right
to the patent shall belong to them jointly.

(3) If and to the extent to which two or more persons have made the
same invention independently of each other, the person whose applica-
tion hasthe earliest filing date or, if priority is claimed, the earliest
vaidly claimed priority date, and |eads to the grant of a patent shall
have the, right to the patent.

(4)-(a) Theright to a patent may be assigned, or transferred by

succession.
(b) Section 47 to 51 shall apply mutatis mutandis to contracts assigning
the right to a patent.
Unautho- 15. Where the person who is applying for the grant of a patent has
rized obtained the essential elements of the invention, which is the subject of
applica - his application from the invention of another person, he shall, unless
on authorized by that person assign to such person the application or, where

anothers  the patent has already been granted, the patent.

invention
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16.-(1) Notwithstanding the provision of section 14 in the absence
of contractual provision to the contrary, the right to a patent for an
invention made in execution of acommission or of an employment
contract shall belong to the person having commissioned the work or
to the employer.

(2) The provision of subsection (1) shall apply when an employment
contract does not require the employee to exercise any inventive activity,
but where the emﬂl oyee has made the invention by using data or means
available to him through his employment.

(3) Where the provisions of subsection (2) are applicable, the
employee shall have aright to equitable remuneration taking into account
the importance of the invention and any benefit derived from the inven-
tion by the employer.

(4) Any remuneration granted under subsection (3) shall in the ab-
sence of any agreement be fixed by the court. In the circumstances
Proyi ded for in subsection (1) theinventor shall have asimilar right if

he invention is of very exceptional importance:

(5) The advantages conferred on the inventor by the provisions of
subsection (3) cannot be diminished by contract.

17.-_(;? Theinventor shall be named as such in the patent unlessin
aspecia written declaration addressed to the Registrar heindicates that
he wishes not be named.

(2) No promise or undertaking by an inventor made to any person
to the effect that he will'make such a declaration shall have legal effect.

PART V
GRANT OF PATENTS

18.-(1) (a) Every applicetion for the grant of a patent shall be made
to the Registrar and shall contain-

(i) arequest:

(1) adescription:
Ei_i I) one or more claims:

iv) one or more drawing (where necessary) and
(v) an abstract.

(b) Where the person applying does not ordinarily residein the Un-
ited Republic or the principal place of hisbusinessis outside the
United Republic he may be represented by an agent.

(2) (8) Therequest referred to under paragraph (&) shall state the

name of and other prescribed data concerning the person

making the application the inventor and the agent if any,
T thetitle aPEhe nvention. X Y
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(b) Where the person making an application is not the inventor
the regquest shall be accompanied by a sworn declaration to
the effect that the person making the application has aright
to the patent.

() The appointment of an agent shall be indicated by designation
of the agent in the request or by the furnishing of a power
of attorney signed by the person making the application.

#3_) The description shall disclose the invention in a manner whichis
sufficiently clear and complete for the invention to be evaluated and to
be carried out, by a person skilled in the art, and shall, in particular,
indicate the best mode known to the person making the application for
carrying out the invention, and Shall include any drawing which is essen-
tial for the understanding of the invention.

(4) The claim or claims shall define the matter for which protection
is sought; shall be clear and concise and shall be fully supported by the
description.

(5) The abstract shall serve as atechnical information; but shall not
be taken into account for the purpose of interpreting the scope of the
protection sought.

(6) The detailsof the rgui rements with which the application must
comply shall.be prescribed by regulations made under this Act.

~19. The application for re?i_stratiqn of apatent-shall relate to one
invention only or to agroup of inventions so linked as to form asingle
general inventive concept.

20.-(1) The person making an application may amend the anIic&
tion, provided that the amendment shall not go beyond disclosurein
theinitia application.

(2) The person making the application may-divide the application
into one or more applications provided that each divisional application
shall not go beyond the disclosure in theinitial application.

21.-(1) The application may contain adeclaration claiming the prior-
ity, as provided for in the Paris Convention, of one or more earlier
national, regiona or international applications filed by the person mak-
ing the application or his predecessor intitlein or for any State party
to the Paris Convention. _ o

The Registrar may, at any time after the expiration of three months
from the filing of the application containing the declaration, require that
the person making the application furnish a copy of the earlier applica-
tion, certified as correct by the Office with which it was filed or, where
the earlier application is an international application, filed under the
Patent Cooperation Treaty, by the International Bureau.

(3) The declaration made under subsection (1) shall have effect as
provided in the Paris Convention.
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(4) The details of the requirements under subsection (1) to (3) shall
be prescribed by the regulations.

(5) If the requirements under this section and the rules pertaining
thereto have not been complied with, the declaration referred to in
subsection (1) shall be disregarded. o

22.-(I) At therequest of the Registrar, made within one year of
the date of filing of the application, the person who is making an appli-

cation shall furnish him with the date and number of any application
for aspatent or another title of protection filed bkl him with a national
industrial property office of another country or with aregional industrial
pr0|o_erty office relating to the same invention as that claimed in the

[

application filed with the Registrar.

a$2) (a) The person making an application for registration of a patent
shall, at the request of the Registrar, furnish the following documents
relating to one of the foreign applications referred to in subsection (I):

(i) copies of any communication received by that person concerning
the results of any search or examination carried out in respect
of the foreign application;

(i) acopy of the patent or other title of protection granted on the
foreign application;

(i) acopy of any final decision rejecting the foreign application or
refusing the grant requested in the foreign application.

(b? The person making an application for registration of a patent
shall, at the request of the Registrar furnisn him with a copy of any
decision invalidating the patent or other title of protection granted to
him on the basis of the foreign application referred to in paragraph (a) -

(3) The person making the application shall, at the request of the
Registrar, furnish him with copies of any communication received b
the applicant concerning the results of any search or examination carri
out in respect of any foreign application other than the onereferred to
in subsection (2).

(4) The documents furnished under this section shall merely serve
the purpose of facilitating the evaluation of novelty and inventive step
with respect to the invention claimed in the application filed with the
Registrar or in the patent granted on the basis of that application.

(5) The person making an application for registration of a patent shall
hhave the right to submit comments on the documents furnished under
this section -

23. A feefor registration of a patent shall be prescribed by regulations
made under this Act.

24. At any time before the grant of a patent or the notification of
rejection of the application or of refusal to grant a patent, the person

who has made an application for registration of a patent may withdraw
the application.
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25.-(1) (a) The Registrar shall record as afiling date the date of
receipt of the application, provided that, at the time of receipt, the
documents filed contain:-

(i) the name of the applicant; o
(11) a part which on the face of it appears to be a description;
(1ii) apart which on the face of it appearsto be aclaim.

(b) If the registrar finds that the application did not, at the time of
receipt, fulfill the requirements referred to in paragraph (a), he shall
require the person making the application to file the required correction.

(c) If the person making the application complies with the invitation
referred to in paragraph (b), the Registrar shall accord as filing date,
the date of receipt of the required correction; otherwise he shall treat
the application asif it has not been filed.

_ ﬂd) Where the aﬁ)_pl ication refers to drawings which in fact are not
included in the application, the Registrar shall require the person makin
the application to furnish the missing drawings and if he complies wit
the said requirement, the Registrar shall record as a filing date the date
of receipt of the correction, provided that the correction was received
within thirty days from the date of receipt of the application.

(€) Where no requirement under para%raph (b) or (d) was sent to
the person making an application and that person nevertheless files a
correction, pertaining to any of the requirements under parag}qaph a,
to his application, the Registrar shall record as filing date the date of
receipt of the correction provided that the correction was received within
thirty days from the date of receipt of the application.

(2) Where the request is accompanied by the statement on the right
to the patent referred to in section 18 (2?1(b), the Registrar shall send a
copy of the statement to the inventor who shall have the right to inspect
the application and to receive, at his own-expense, a copy of the appli-
cation .

(3) (a) The Registrar shall cause an examination to be carried out as
to whether there are any of the following defects with respect to the
application:

(i) the request does not comply with the requirements of section

. 18(2) and the rules pertaining thereto; _ _

(i1) the description, the claims and, where applicable, the drawi n%s
do not comply with the physical requirements prescribed by the
Reguléations; _

iii) the application does not contain an abstract; _

iv) the applicant has not complied with a request made by the Registrar
under section 22;

(v) thefeesreferred to in section 23 are not paid as provided in the
Regulations.
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(b) If the Registrar finds any of the defects referred under paragraph
(a) he shall require the person making the application to remedy such
defects provided that any corrections made to the z_afgpl ication shall not
be such that they would require a change of the filing date and if the
applicant does not comply with the said invitation, the Registrar shall
reject the application.

(4) (a) Unless the application is to be the subject of an international-
type search under section 26, the Registrar shall cause an examination
to be carried out as to whether the application e%OBears to comply with
the requirement of unity of invention prescribed by section 19 and the
rules pertaining thereto.

(b) If the Registrar is of the opinion that the requirement of unity of
invention may not have been complied with, he shall invite the applicant
to restrict or divide the application.

(c) If the person making the application does not Coma?li/) with the
requirement made under paragraph (b), the application shall be rejected
by the Registrar.

(5) The details of the requirements and the procedure under this
section shall be prescribed by the Regulations.

26.-(1) The Registrar may direct that any application found in order Inter-
asto form be the subject of an international search in accordance with gg‘;'r‘;?f"
the provisions of the Patent Cooperation Treaty.

(2) (@) When direction under subsection (1) is made, the Registrar
shall invite the person' making the application to pay the fees as prescribed
in the Regulations.

(b) If the applicant does not comply with the said requirement, the
application shall be rejected by the Registrar.

(3) Upon receipt of. the report on the international. search, the
Re%l strar may request the person making the application to furnish him
with a copy of any document cited in the said report-and if without
lawful reason, any copy is not furnished within the prescribed time limit,
the application shall be rejected.

(4) () if it is apparent from the report on the international -type
search or from the refusal to establish such areport, that the subject of
the application or of any claim is not an invention within the meaning
of section 7, the Registrar shall reject the defective application or con-
sider the defective claim to be withdrawn, as the case may be, unless
the applicant satisfies him that the subject of the said application or
claim constitutes an invention.

(b) If it is apparent from the report on the international search or
from the refusal to establish such areport, that-

(i) the description, the claims or, where apﬁl icable, the drawings
do not comply in whole or in part, with the requirements pre-
scribed by this Act and the Regulations to such an extent that
no meaningful search could be carried out, or
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(ii) the application does not comply, in whole or in part, with the
requirement of unity of invention prescribed by section 19 and
__ therules pertaining thereto; or _ .
(i) the invention claimed in the application obviously does not fulfil
the requirement of novelty, prescribed by sections 8 and 9, the
Registrar shall reject the application unless the applicant either
satisfies him that the said requirements have been fulfilled or
amends or divides the application so as to comply with the said
requirements.
(5) The details of the requirements and the procedure under this

section shall be prescribed by the Regulations.

27.-(1) The Minister may by regulations direct that applications for
patents relating to a specified technical field shall be the subject of an
examination as to substance.

(2) If, in the opinion of the Registrar the subject matter of an invention
for which a patent is sought falls within atechnical field covered by the
terms of a direction made under subsection (1), he shall cause an exami-
P?Fl(l)gd to be carried out as to whether the following conditions are
ulfilled:

(i) the claimed invention is patentable within the meaning of sec-
tions8to.11;
(i) the claimed invention is not excluded from protection under
sections 12 to 13;
(iii) the description and the claims comply with the requirements
prescribed by section 18 and the rules pertaining thereto;

9)(g . For the purposes of the examination under subsection (2),
thé ]:@glstrar may: transmit the application together with al relevant
documents to the-authority designated in the Re?ul ationsfor aprelimi-
nary examination asto the patentability of the claimed invention.

(b) The authority referred toin aFaragraph S%a) shall establish areport
on the conclusions of its examinations and snall transmit it to the Regis-
trar and to the applicant.

eé4) Where, taking due account of the conclusions of any report refer-

red to in subsection (3)(b), the Registrar is of the opinion that any of
the conditions referred to in subsection (2) are not fulfilled, he shall
notify the applicant accordingly and invite him to submit his observations
and where applicable, to amend his application.

(5) Where, despite any observation or amendment submitted by the
person making the application, the Registrar finds that any of the con-
ditions referred to in subsection (2) are not fulfilled, he shall refuse the
grant of a patent and notify the applicant accordingly.

(6) The details of the requirements and the procedure under this
section shall be prescribed by the Regulations.
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28.-(1) Unless the application has been rejected under section 25
and 26 or a patent has been refused under section 24, a patent shall be
granted and issued to the person making the application in the form
specified in the Regulations.

(2) Any patent granted shall be registered in the register.

(3) Any patent granted shall be published as soon as possible by the
Registrar as provided in the Regulations.

29. The applicant may appeal to the court against any decision by
which the Registrar accords afiling date, rejects the application, treats
the application asif it had not been filed, considers any of the claims
to be withdrawn or refuses to grant a patent.

PART VI
INTERNATIONAL APPLICATION

30.-(1) "International application” means an international applica-

tion filed in accordance with the Patent Co-operation Treaty and the
Regulations established thereunder.

(2) "Receiving Office", "designated office", "elected office", "inter-
national publication”, "international search report”, “international pre-
liminary examination report” and the verbs; "to designate” have'the
meanings given to them in the Patent Co-operation Treaty.

~ 31.-(1) The Patents Office shall act asareceivi n? office where an
international Pllcatlon isfiled with it and the applicant is a national
or aresident of the country. _ .

(2) the Patents Office shall act as a designated office or an elected
office in the case of %rgf international application in which the country
is designated or elected.

(3) The functions of the Patents Office under this Part shall be per-
formed in accordance with the provisions of the Patents Cooperation
Treaty, and with the provisionsof this Act and the Regulations
pertaining thereto and in case of conflict, the provisions of the Patents
Cooperation Treaty, the Regulations thereunder and the Administrative
Instructions shall apply.

({4) Further details of the functions to be performed by the Patents
Office under this section may be prescribed by the Regulations.

32.-(1) (&) Where, in accordance with article 17(2) of the Patents
Cooperation Treaty, an international search report is not established or
relates to only one or some of the claims of the International application,
the Registrar shall reject the international application or consider with-
drawn any claim not covered by the said report, except to the extent
that the applicant satisfies him that the refusal to establish the said report
in whole or in part was not justified.
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(b) Where, in accordance with article 17(2? of the Patents Cooperation
Treaty, the international search report relates to only one or some of
the claims due to the applicant's refusal to pay additional fees, those
parts of the international application which consequently have not been
searched shall be considered withdrawn unless the applicant pays the
special fee fixed in the Regulations or satisfies the _glstrar that the
invitation to pay the said additional fees was not justified.

(2) (8) Where an international preliminary examination report with
respect to an international application has been communicated to the
Registrar, paragraph (b) and (c) shall apply.

(b) Where, in that case of lack of compliance with the requirements
of unity of invention, the international preliminary examination, report
indicates that the international-preliminary examination, under article
34(3) (a) of the patent Cooperation Treaty, Was carried out on restricted
clams, or, under article 34(3) (c) of the patent Cooperation Treaty, was
carried out on the main inventien only, those parts of the international
application indicated as not having been the subject of international
preliminary examination shall be considered withdrawn unless the applic-
antg s the special fee fixed inthe Regulations or, in the case of article
34(3)(c) of the Patent Cooperation Treaty, satisfies the Registrar that
thei nvugtggn of the Internationa Preliminary Examining Authority was
not justified.

(c) Where, in the case of defects under article 34(4) of the Patent
Cooperation Treaty, the International preliminary examination report
states, with respect to the entire international application or one or some
of itsclaims only, the opinion that the said defects exist, the international
application or the claim or claims, as the case may be, for which no
statement under article 35(2), second sentence, of the Patent Coopera-
tion Treaty is made in the said report, shall be considered withdrawn
unless the person making the application satisfies the Registrar that the
said defects do not exist.

(3) if it is apparent from an international search report or an interna-
tional preliminary examination report that an invention claimed in an
international application obviously does not fulfil the requirement of
novelty prescribed by section 4 and 5, the Registrar shall not grant a
parent upon the said application unless the person maki n% the gpplication
either satisfies him that the said requirement has been fulfilled or amends
the claimsin away that fulfills the said requirement.
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33. -(1) Therelief referred to in section 66 may be sought in respect
of acts committed before the grant of the patent but after the date of
international J)Ubhcatl on under article 21 of the Patent Cooperation
'Ilére?té] provided that the said international publication was effected in

nglish.

(2) Where the international publication was effected in alanguage
other than English, subsection 1?] shall apply provided that the. person
who is making the application had transmitted an English translation
of the said international publication to the infringer and only in respect
of acts committed by the latter after he had received the said trandlation.

PART VII
RIGHTSAND OBLIGATIONSOF TII-Dl/E'IAEI?\IRIl-lCANT OR THE OWNER OF THE

34.-(1) The applicant or the owner of the patent shall have the
followi ngbrights:- _
(i) to be granted the patent, where the relevant requirements under
thisact are fulfilled;

(ii) after the grant of the patent, and within the limits defined in
section 37, to preclude any person from expl oiting the patented
invention in the manner referred to in section 35;

(i) to conclude licence contracts, as provided for in Part X and
subject to the obligation referred to in subsection (2)(v).

bl(_Z)a;:l_'he applicant or the owner of the patent shall have the following
obligations.—

(i) to disclose the invention in a clear and complete manner and in
particular to indicate the best mode for carrying out the inven-
tion, in accordance with the requirements, and subject to the

__sanctions, applicable under this Act. _ . _

(i) to give information concernlenc? corresponding foreign aﬂpllca-
tions and grants, as prescribed in section 22, subject to the sanc-
tion provided for in section 25.

(iii) to work the patented invention in the United Republic within
the time limits and subject to the sanctions provided for in Part

~ VIl and XI. _ o

(iv)to paRy fees to the Patent Office, as prescribed in this Act and
‘the Regulations, subject to the sanctions provided for therein;

(v) in connection with licence contracts and contracts assigning pa-
tents or patent applications, to refrain from making abusive pro-
visions referred to in section 48.

35. The owner of the patent shall have the right to preclude any
person from exploiting the patented invention by any of the following

acts:-
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(8) When the patent has been granted in respect of a product;
(i) rgaklng, Importing, offering for sale, selling and using the pro-
uct

(i) stocki_ng such product for the purposes of offering for sale, selling
or using;
(h) When the patent has been granted in respect of a process:-
(i ; using the process. _ _
(11) doing an%/ of the acts referred to in paragraph (a% above, in
respect of aproduct obtained directly by means of the process.
36. The scoPe of the protection under the patent shall be determined
by the terms of the claims; nevertheless, the description and the drawing
included in the patent may be used to interpret the claims.

37.-(1) Therights under the patent shall extend only to acts done
for industrial or commercial purposes and in particular not to acts done
for scientific research.

(2) The rights under the patent shall. not extend to acts in respect of
articles which have been put on the market in the United Republic by
the owner of the patent.or with his express consent.

(3) The rights under the patent shall not extend tothe use of articles
on aircraft, landvehicles or vessels of other countries which temporarily
or accidentally enter the United Republic.

(4) The rights under the patent shall be limited by the provisions on
the patent term contained in Part VVHI.

(5) Theri tr:;hts under the patent shall be limited by the provisionson
compulsory licences for reasons of public interest or based on interdepen-
dence of patents contained in Part XI| ar]del:g/_the provisions on State
exploitation of patented inventions contained in Part X111.

PART VHI

TERM OF PATENT AND ANNUAL FEES

38--(1) Subject to subsection #2 , apatent shall expire at the end of
the tenth year after the date of the filing of the application.

(2) (a) On the request of the owner of the patent, or of alicence,
made not more than twelve months and not |ess than one month before
the expiration of the patent under subsection (1), and on payment of a
prescribed fee, the Registrar shall extend the term of that patent for a
period of five years, provided that the said owner or licence proves,
to the satisfaction of the Registrar, either
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(i) that the invention which is the subject of the said patent is being
worked in the United Republic at the date of the request, or

(ii) that there are legitimate reasons for failing so to work the inven-
tion.

(b) One the request of the owner of that patent, or of alicensee, made
not more than twelve months and not less than one month before the
expiration of . the patent under paragraph (ﬁl), and on payment of a
prescribed fee the Registrar shall, subject to the provision of that parag-
raph, extend the duration of the said patent for afurther period of five
years.

(c) If the Registrar does not reject the request referred to in parag-
raphs (a) and (b) within six months after its receipt, he shall be deemed

(3) A patented invention isworked if the patented product is effec-
tively made, or if the ﬁater_\ted processis effectively usedin the United
Republic on a scale which is reasonable in the circumstances and impor-
tation shall not constitute working.

(4) The owner of the patent.or alicensee may appeal to the court
?2();8) nst( b%lny refusal to extend.the term of the patent under subsection
or (b).

39.-(1? in order to maintain the application or the patent, an annual Annual
fee shall be paid in advance to the Registrar starting with the second fees
year after the date of the filing of the application.

(2) A period of grace of six months shall be granted for the payment
of the annual fee upon payment of a surcharge whose amount shall be
fixed by the Regulations.

(3) Subject to section 31(3), if an annual feeis not paid in accordance
with this section the application shall be deemed to have been withdrawn
or the patent shall lapse, The said lapse of the patent shall forthwith be
published by the Registrar.

(4) (a) Within twelve months from the expiration of the period of
grace referred toin subsection (2), any interested person may, upon
pg¥_ment of the prescribed fee request the Registrar to restore an appli-
cation that is deemed to have been withdrawn or a patent that has
lapsed, by virtue of subsection (3).

(b) If the Registrar is satisfied that the failure to pay the annual fee
concerned was unintentional and all annual fees due have been paid,
he shall make an order restoring the application or the patent, asthe
case may be.

(c) Any interested person may appeal to the court against the decision
of the Registrar granting or refusing to grant a request for restoration.
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(5) Where a patent is restored under subsection (4), no proceedings
may be brought by virtue of the said patent—
(i) with respect to any acts performed after the lapse of the patent
and before the date of the order for restoration;

(ii) with respect to any acts performed after the date of the order
for restoration in relation to articles imported into the United.
Republic, or manufactured therein, after the lapse of the patent
and before the date of the order for restoration.

PART IX

CHANGE IN THE OWNERSHIP AND JOINT OWNERSHIP OF APPLICATIONS
AND PATENTS

40.-(1) No contracts assigning applications or patents shall be valid
unlessthey are in writing and signed by the parties thereto.

(2) Sections 47 to 51 shall apply-mutatis mutandis to contracts assigning
applications or patents.

(3) Any changein the ownership of an application or a patent shall
be recorded in the patent register in accordance with, and on payment
of aprescribed fee-and until such change has been recorded, any docu-
ments evidencing the change in ownership shall not be admitted in any
proceedings as evidence of the title of any person to an application or
apatent, unless the court otherwise directs.

41. In the absence of any agreement to the contrary between the
parties, joint owners of an application or a patent, may separately,
transfer their shares.in the application or the patent, exploit the patented
invention and preclude any person from exploiting the patented inven-
tion but may only jointly. grant permission to any third person to do any
of the acts referred to insection 35.

PART X
CONTRACTUAL LICENCES

42.-(1) "Licence contract" means any contract by which a part grants
permission to another person to do any of the acts referred to in section
35in respect of an invention for which a patent has been granted or an
application is pending.

(2) For the purposes of this Part:-

(i) "licensor" means the party to the licence contract who grants
the permission;. _

(i) "licensee" means the person to whom the said permission is
granted;
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(iii) "third person" means a person other than the licensor or
the licensee;

(iv) the phrase "acts referred to in section 35" includes those
acts where they relate to an application.

43.-(1) In the absence of any provision to the contrary in the licence
contract, the licensee shall be entitled to do in respect of the invention
al the acts referred to in section 35 without limitation asto time, in the
United Republic, and through the United Republic in any field of use
of theinvention.

(2) Inthe absence of any provision to the contrary in the licence
contract, the licensee may not grant permission to any third person to
do any of the actsreferred to in section 35.

44.-(1) ) In the absence of any provision to the contrary in the licence
contract, the licensor may grant permission to any third person to
do, and may himself do, any of the acts referred to in section 35 and
covered by the said contract.

(2) If the licence contract provides that such contract or the permission
granted by it is exclusive, and unless itis expressly provided otherwise
In the licence contract, thelicensor may neither grant permission to an
third person to do any of the acts referred to in section 35 and cover
by the said contract, nor-do himself any of those acts, and the licensee
all be considered an exclusive licensee for the purposes of thisAct.

45. Where, before the expiration of the licence contract-
(a) the application is withdrawn;

(b) the application isfinaly rejected;

(c) the grant of a patent isfinally refused;

(d) the patent isfinally declared invalid,

the court may make any order that it deems reasonable under the cir-
cumstances for the repayment of the royalties, or the return of any other
consideration, paid or given under the said contract, directly relating to
any such application or patent.

46. No licence contracts shall be valid unless made in writing and
signed by the parties thereto.

47.-(1) All licence contracts, including modifications thereof, shall
be submitted to the Registrar for registration in the patent register.

(2) A petition for registration may be made by any party to the con-
tract.

(3) The petition shall be accompanied by the documents prescribed
by the Regulations.

(4) The petition shal be subject to the payment of a prescribed fee.

Rights of
licensee

Right of
licensor to
grant
further li-
cences
and to use
theinven-
tion

Effects of
no-grant
Or invali-
dation of
patent

Form of li-
cence con-
tracts

Petition for
registration



22

NAKALA MTANDAO (ONLINE DOCUMENT)

No. 1 Patents 1987

Prohibited
termsin li-
cence con-
tracts

(5) The Registrar shall issue to the applicant a receipt, which shall
be proof of the fact of filing the petition and of the date on which it was
filed; if no receipt isissued within 14 days from the date of the petition,
the petitioner may rely on other evidence to prove the said fact and date.

(6) Where-

(1) section 46 or subsections (2) to (4) of this section, and the rules
relating thereto, have not been complied with, or

(ii) the licence contract is unregistrable under section 48, the Regis-
trar shall refuseto rgister the licence contract, stating the
reasons for such refusal.

(7? Before he refuses to register the licence contract, the Registrar
shall notify the petitioner and allow the parties-

(i) to submit any observations;
(ii) to correct any defect in the petition;

(iii) to amend any term, or to correct.any defect, in the licence
contract that has been declared by the Registrar to be aterm
or defect precluding registration, within 45 days from the date
of the notification referred to herein.

(8) A licence contract shall be void if the registration has been refused
by the Registrar in.accordance with the provisions of thisAct.

48. The Registrar may, with the approved of and after consultation

with other competent government authorities refuse to register alicence
contract if the effect of itstermsis-

(a) to permit or require the importation of technology from abroad
when substantially similar or equivalent technology may be ob-
tained on the same or more favourable conditionswithout impor-
tation from abroad;

(b) to require payment of -a price, royalty or other consideration
which is disproportionate to the value of the technology to which
the contract relates;

(c) to require the licensee to acquire any materials from the |icensor
or from sources designated or approved by him, unlessit is other-
wiseimpossible, for al practical purposes, to ensure the quality
of the products to be produced;

(d) to prohibit the licensee from acquiring, or to restrict his acquis-
ition of, any materials from any source, unlessit is otherwise
impossible, for all practical purposes, to ensure the quality of
the products to be produced;

(e) to prohibit the licensee from usi é‘](? or to restrict his use of, any
materials which are not supplied by the licensor or by sources
designated or approved by him, unlessit is otherwise impossible,
for al practical purposes, to ensure the quality of the products
to be produced,
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(f) to require the licensee to sell products produced by him under
the contract exclusively or principally to persons designated by
the licensor;

(9) to require the licensee to make available to the licensor without
appropriate consideration anP/ improvements made by the licen-
see with respect to the technology to which the contract rel ates;

(h) to limit the volume of the products produced by the licensee with
the help of the technology to which the contract relates;

(i) to prohibit or restrict the export of the products produced by the
licensee;

(j) to require the licensee. to employ on permanent basis persons
designated by the licensor;

(k) to impose restrictions on research or technological development
carried out by the licensee;

(1) to prohibit or restrict the use by the licensee of any technology
other than the technology to which the contract relates;

(m) to extend the coverage of the contract to technology not required
for the use of the technol o%/ whichisthe main subject of the
contract and to require consideration for such additional technol-
ogy;

(n) to fix pricesfor the sale or resale of the products produced by
the licensee with the help of the technology to which the contract
relates;

(0) to exempt the licensor from any liability consequent upon any
defect inherent in the technology to which the contract relates
or to restrict such liability;

(p) to prohibit or restrict the use by the licenseg, after the expiration
of the contract, of the technology acquired asaresult of the
contract, subject, however, to any right of the licensor under the
patent;

(g) to require the disputes arising from the interpretation or perfor-
mance of the contract be governed by alaw other than the [aw
of the United Republic or that such disputed be brought before

courts located in the United Republic other than the country;
(r) to establish the duration of the contract for aperiod which is

unreasonably | 32\3 in relation to the economic function of the

contract, provided that any period which does not exceed the

duration of the patent to which the contract relates shall not be
regarded as unreasonably long.

49.-(1) When the Reg[istrar finds that the contract may be registered,
he shall register the cortract and issue a certificate of registration to the

petitioner.
(2) If the Registrar fails-

Registration
of contract,
certificate
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(i) to notify the petitioner of defects precluding petition or of terms
or defects precluding registration of the licence contract, within
90 days from the date of the petition, or

(ii) to notify the petitioner of his decision to refuse to register the
licence contract, within 90 days from the date of the notification
referred to initem (i), the licence contract shall be deemed to
have been registered and the Registrar shall issue a certificate
of registration to the petitioner. If no such certificate isissued
within 14 days from the expiration of the 90 days period, the
petitioner may rely on other evidence.

(3)(a) Theregistration shall take effect-

(i) if the petition was made within 60 days from the conclusion of the
contract, on the date of the conclusion of the contract;

(ii) in al other cases, on the date of the petition.

(b) Where the petition is corrected or the licence contract is anended
under section 47 (7), the petition shall, for the purposes of this
subsection, be deemed to have been made on the date when such
correction or.amendment was made.

(4) Theregistration and the certificate shall state-
(a) the names of the parties to the contract; and of the licensee if
heisnotaparty; =
b) the date of the registration;
c) the date of the petition; and . . .
the registration number, all of which shall be published in the
Gazette.

Confiderr 50. The contents of the contract shall be confidential, unless both
y parties to the contract agree to permit access thereto by third parties

and then only to the extent of the permission granted.

Remedies  51. An appeal against a decision of the Registrar under section 47(6)
may be made to the court by the petitioner within two months of his
refusal provided that the grounds of such an appeal shall be limited to
the following grounds-

(i) that the' decision for refusal contains no statement of the reasons
for refusal;

(ii) that none of the reasons for refusal ?ecified inthe decisionisa
valid reason under this act or was rightly applied to the petition or
to the licence contract;

(iii) that the procedure applied by the Registrar wasirregular and pre-
judicia to therights of the petitioner.
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PART XI
COMPULSORY LICENCES

52. (1) (a) At any time after four years from the filing date of an
application or three years from the grant of a patent, whichever
ﬁ?r'Od last expires, any person may, In proceedings ingtituted by

im against the owner of the patent or in proceedings instituted
against him by the said owner, request the court for the grant of
acompulsory licence on any of the following grounds that is to say-

(i) that the patented invention, being capable of being worked in the
United Republic, has not been so worked,

(ii) that the existing degree of working of the patented invention in
the United Republic does not meet in reasonable terms the demand
for the patented product on the domestic market or for the purposes
of exportation;

(iii) that the working of the patented invention in the United Republic
is being hindered or prevented by the importation of the patented
product, and

(iv) that, by reason of the refusal of there owner of the patent to grant
licences on reasonable terms, the establishment or devel opment of
industrial or commercial activitiesin the United Republic, or the

possibilities of exportation from the United Republic, are unfairly
and substantially prejudiced.

(b) Where the patented invention is a process, the phrase "patented
product” in paragraph (a) means a product obtained directly by
means of the process.

~ (2) A compulsory licence shall not be granted in respect of a patent
if the owner of the patent satisfies the court that his actionsin relation
to the patented invention are justifiable in the circumstances.

~ 53. (1) Whereit patented invention cannot be worked without infr-

inging rights derived from an earlier patent the owner of the later patent
may, In proceedings instituted by him against the owner of the earlier
patent or in proceedings instituted against him by the latter owner,
request the court at any time for the grant of it compulsory licence with

ect to.the earlier patent to the extent necessary for the working of
e|)§F|)nventionitt eei‘rnEen?Pon— y g

(i) servesindustrial purposes different from those served
by the invention which is the subject of the earlier pa-
tent; or

(ii) condtitutes substantial technical progressin relation to
that last mentioned invention;
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2) If the two inventions mentioned in subsection (1) serve the same
industrial purposes, a compulsory licence may be granted under that
subsection only on condition that a compulsory licence shall aso be
granted in respect of the later patent to the owner of the earlier patent
If he. so requests.

(3) In this section, "earlier patent” means a patent granted on an
earlier application or benefiting from an earlier validly claimed priority
date, and "later patent" shall be construed accordingly.

54.-(1) The Minister may by order published in the Gazette direct
that, for patented inventions concerning certain kinds of products, or
processes for the manufacture of such products, declared in the order
to be of vital importance for the defence or the economy of the or for
public health, compulsory licences may be granted.

(2) Compulsory licences with respect to any froducts Or processes
specified in the order referred to in subsection (1) may be requested at
any time after the grant of the relevant patent, in court proceedings
instituted against or by the owner.of the said patent.

55. A compulsory licence shall not be granted unless the person request-
ing such licence-

(a) satisfies the court that he has asked the owner of the patent for a
contractual licence but has been unable to obtain such alicence

on reasonabl e terms and within a reasonabl e time, and

(b) offers guarantees satisfactory to the court to work the relevant
invention sufficiently to remedy the deficiencies or to satisfy the
requirements, which gaverise to hisrequest.

56.-(1) In considering arequest for a compulsory licence, the court
shall first decide whether a compulsory licence may be granted and shall
then, if it decides in favour of the grant and taking into account any
terms agreed by the parties, proceed to fix the terms, which shall be
deemed to constitute avalid contract, -between the parties and shall be
governed by the provisions of Part X.

(2) In fixing the terms under subsection (1), the court shall ensure
that the compulsory licence-

(a) entities the licencee to do any act which is mentioned in section
35, except that this shall not apply to importation unless the appli-
cation was made under section 54;

(b) does not entitle the licensee to grant further licences, without the
consent of the owner of the patent;

(c) isnon-exclusive, and

(d) provides for the payment to the owner of the patent of remuner-

ation which is equitable with due regard to all the circumstances
of the case.
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(3) A representative of the Registrar shall have the right to appear
and be heard at the hearing of an application for acompulsory licence.

57. A compulsory licence may be transferred only with the industrial
undertaking in which the relevant invention is used, and no such transfer

shall bevalid until the consent of the court has been obtained.

58.-(1) (@) Onthe apPIicati_on of the owner of the patent, the court
may cancel acompulsory licence if-

(i) thelicensee fails to comply with the terms of the licence;

(i1) the conditions which justified the grant of the licence have ceased

to exist, so however that in the latter case a reasonable time shall

be given to the licensee to cease working the relevant invention

3‘ an immediate cessation would cause him to suffer substantial
amage.

(b) On the application of the Registrar, the court shall, and on the
application of the owner of the patent, the court may, cancel the
compulsory licence if, within two years from the grant-of the
licence, the licensee has not taken the necessary steps to work
the relevant invention sufficiently so asto remedy the deficiencies
or to satisfy the requirements which gave rise to his application
for the said licence.

(2) On the application of the owner of the patent or the licensee, the
court may vary the terms of acompulsory licence if new factsjustify the
variation, and in particular and W|tho%to{3rej udice to the generality of
the foregoing if the patentee has granted contractual licences on more
favourable terms.

59. Where the court grants, cancels or varies the terms of a compul sory
licence, the court shall inform the Registrar, who shall- register without
feein the register the grant, cancellation or variation of the compulsory

licence.

PART XIlI
LICENCESOF RIGHT

60.-(1) The owner of a patent may rec1uest the Registrar to make an
entry in the registrar to the effect that
be available as Of right.

(2) The request shall be notified by the Registrar to the licensees
under the patent.

(3) Any licensee may, within the prescribed time limit, object to the
entry requested, on the ground that the owner of the ﬁatent is, by the
relevant licence contract, precluded from granting further licences.
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(4) Where the Registrar receives no objection tinder subsection (3)
or considers all objections made to be unfounded, he shall make the
quueged entry in the register and shall publish the entry, in the Patents
urnal.

(5) While a patent is the subject of an entry under this section, any
person may require the owner of the patent to grant him a non exclusive
licence under the patent on terms which, in the absence of agreement
between the parties, shall be fixed by the court.

(6) The amount of the annual fees with respect to a patent which is
the subject of an enetﬁ/ under this section, falling due after the date of
the entry, shall be reduced by half.

(7) The owner of the patent may at any time re&uest the Registrar
to cancel an entry under this section, and'the Registrar shall cancel the
entry after payment of the balance of all annual fees which would have
been payablée if no entry had been made provided that the Registrar
shall publish the cancellation of entries under this section.

(8) Subsection (2) of section 58 shall apply mutatis mutandis where
tne terms of alicence granted under subsection (5) have been fixed by
the court.

(9) Licences granted under subsection (5) are contractual licences
within the scope of Part XI.

PART XIlI
EXPLOITATION OF PATENTED INVENTION BY OR THROUGH GOVERNMENT

61.-(1) Where avita public interest and in particular, national sec-

urity, health or the development of vital sectors of the public economy-re-
quires that one ar more acts referred to in section .35 be performed -

respect to a patented invention, the Minister ma,
patented invention shall, even in the absence of the
owner of the patent, be exploited by a government
person designated by the Minister subject to ther
tion to the owner of the patent.

(2) The Minister shall take his decision in accordance wit,
1) after consultation with the Registrar and after a hearing ,.
the patent owner and any licencee shall be invited.
(3? Once the decision of the Minister has been taken, the Registrar
shall fix the amount of the remuneration to be paid to the owner of the
patent, such remuneration being equitable with due regard to all the
circumstances of the case.

(4) The owner of the patent may appeal to the court against the
decision of the Registrar fixing the amount of remuneration referred to
in subsection g?(? but such appeal shall not suspend the effects of the
decision referred to in subsection (1).
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PART XIV
SURRENDER, INVALIDATION AND REVOCATION

62. (1) A patent may be surrendered by its owner. gggaetneﬂ%

(2) The surrender of a patent may be limited to one or more claims
of the patent.

(3) The Surrender shall promptly be recorded in the register and shall
be published by the Regstrar and such surrender, shall be effective only
after it has been published.

(4) If alicence has been recorded in the register, the surrender of
the patent shall only be registered upon the submission of a declaration
by which the licensee consents to the surrender, unless the latter has
expressly waived this right in the licence contract.

63. ( 1?1Any interested person, may, in proceeding instituted by him pvelidar
against the owner of a patent or in proceedings instituted against him tent 0 P
by the said owner, request the court to-invalidate the patent.

2) The court shall invalidate the patent on any of the following
grounds—

(a) that the claimed invention isnot patentable within the meaning
of section 710 11 -

(h) that tile claimed invention is not excluced from protection under
sections 12 and 13-

(c) that the descriptionand the claims comply with the requirements
prescribed by section 18(3) and (4) the rules pertaining thereto,

(ii) that the person to whom the patent wits granted, had no right

to the patent. provided that the patent has not been assigned to
the person who has the right to the patent.

(3) Where the provisions of subsection (2) apply only to some of the
clamsor s some parts of aclaim, such claimsor partsof aclaim shall be

invalidated by the court.

(4) The court may require the owner of the patent to submit to it for
the purpose of examination publications and other documents showing
the prior art which have been referred to either in connection with an
applicati Qr;| 1|‘or ?1 patent or other title of rr){otectlon fil edhfor the same ]
or essentially the same inyention, by the owner- of the patent, wit
other natiorYal or%g]lon ?ﬂdustr?gﬂ property of?‘Ece. (?raltn connect?r(%
with any proceedings relating to the patient or other title of protection
granted upon such application.
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(5) Notice of the request referred to in subsection (1) shall be served
on any licensees under the patent, who shall be entitled to join in the
proceedings in the absence of any provision to the contrary in the licence
contract.

(6) Where, before or during the proceedings, it is alleged, or it appears
to the court, that the right to the patent belongs to a person who is not
aparty to the proceedings, notice of the reglqmt referred to in subsection
(1) shall be served on that person, who shall be entitled to join the
proceedings.

64.-(1) Any invalidated patent, or claim or part of a claim shalt be
regarded as null and void from the date of the grant of the patent.

(2) As soon as the decision of the court isno longer subject to appeal,
the court shall inform the Registrar, who shall register it in the patent
register and publish it as soon as possible.

PART XV
INFRINGEMENT

65. Subject to sections 37, 38, 54, 56 and 84, any act specified in
section 35 and performed by a person other than the owner of the patent
and without the authorization of the owner of the patent, in relation to
aproduct or aprocess failing within the scope of avalidly granted patent,
shall congtitute an infringement of the patent.

66. On the request of the owner of the patent, the court shall grant
the following relief .- o o _
(i) aninjunction to prevent infringement where infringement is
imminent, or to prohibit the continuation of the infringement,
once infringement has started;
(ii) -damages,
(i) any other remedy provided for-inthe civil-law.

67.-(1) Subject to subsection (2) of this section, any person showing

alegitimate interest may request the court to declare that the perfor-

mance of any specific act does not infringe the patent and the owner of
the patent and any licensee under the patent shall have the right to be
defendant in the proceedings.

(2) No declaration under subsection (1) shall be made-
(i) if the acts to which the request relates are already the subject of
__infringement proceedings; or
(ii) if the person making the request is unable to prove that he has
previously demanded from the owner of the patent a written
acknowledgement of the lawfulness of the acts referred to and
that the owner of the patent has refused such demand or has
failed to reply within areasonable time.
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68.-(1) Any person threatened with infringement proceedings who
can prove that the acts performed or to be performed by him do not
congtitute infringement or the patent may request the court to grant an

ilréjunctio o prohihit aﬁh threats and to award damages for financia
Ss resulting from the threats.

(2) The mere notification of the existence of a patent shall not consti-
tute threat within the meaning of subsection (1).

69.-(1) Any person who intentionally infringes a patent shall be
guilty of an offence and shall, on conviction be liable to afine not
exceeding one hundred thousand or to aterm of imprisonment of three
years or to both such fine and imprisonment.

" e(c? In the event of recidivism, the maximum penalties shall be dou-
" (3) Recidivism shall be deemed to have occurred within the preceed-
ing five years the offender has been convicted of infringement of a patent.

70. If a patent relates to a process for the manufacture of a product
showing novel features, such aproduct shall, inthe absence of proof to
the contrary, be presumed to have been manufactured by that process.

71.-(1) Any exclusive licensee within the meaning of section 43(2)
may, by registered |etter, request the owner of the patent to institute
legal proceedings for a specified relief with respect to any infringement
specified by thelicensee.

_ (2) The licensee may, if the owner of the patent refuses or failsto
institute the said proceedings within three months from the request,
after giving notice to the owner of the patent, institute such proceedings
in hisown name; the owner of the patent may join in the proceedings
and the licensee may also join the owner in the proceedings.

(3) Even before the end of the three months period referred to in
subsection (2), the court may, onthe request of the licensee, grant an
appropriate injunction to prevent infringement or to prohibit its continu-
ation, where the licensee showsthat immediate action isnecessary W
avoid substantial. damage.

PART XVI
UTILITY CERTIFICATES

72.-(l) Subject to section 73, the provisions of Parts| to XV and

XVII shall apply, mutatis mutandis, to utility certificate or applications

asthe case may be.

(2) Where-
(i) the right to a patent conflicts with the right to a utility certificate
in the case referred to in section 10(3);
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(i) apatent and a utility certificate are interdependent within the mean-
ing of section 53, or
(iii) recidivism is alleged having regard to section 69 and the said
provisions shall apply asif the word "patent , wherever it occurs,
were replaced by the words " patent or utility certificate.

edons 73--(1)(a) Aninvention s eligible for autility certificate f itisnew
relating to and industrially applicable.
utility cer- (b) section 8 and 10 shall not apply in the case of inventions for
tificates which utility certificates are requested.
(2? Section 27 shall not apply in the case of applications for utility
certificates.
(3) Utility certificates shall be registered in a separate part of the

register.
4 @A utilit¥ certificate shall expire, without any possibility of
renewal at the end of the seventh year after the'date of the; filing
of the application.

(b) Section 38 (1), (2) and (4) shall not apply in the case of. utility
certificates.

(5) (&) In proceedings under section 63, the court shall invalidate
the utility certificate on any of the following grounds:

(i) that the claimed invention was not eligible for autility certificate,
having regard to subsection (1) of this Section and to Section 9 and
11t013;

(ii) that the description and the claims do not comply-with the require-
ments prescribed by section'18 (3) and (4) and the rules pertaining
thereto;

(i) that any drawing which is necessary for the understanding of the
invention-has not been furnished;

(iv) that the person to-whom the utility certificate was granted had no
right to the utility certificate, provided that the utility certificate
has_rfpt-been assigned to the person who has the right to the utility
certificate.

(b) Section 63 (2) shall not apply in the case of utility certificates..

(6) section 69 (2) shall not apply in the case of the infringement of
the rights of the owner of the utility certificate.

Conver-

ot ;’gg;‘* 74. (1) (a) At any time before the grant of a patent or the notifica-
cations o tion of rejection of the application or of refusal to %rant a patent
applica- an applicant for a patent may, upon payment of the prescribed
tions for fee, convert his application into an application for a utility certifi-
utility cer- cate, which shall be accorded the filling date of the initial applica-

tificates tion.
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(b) At any time before the grant of a utility certificate or of the notifi-

cation of rejection of the application, an applicant for a utilit
certificateejmay, upon pa?/prﬂent of the fgep%rwcribed, convyart

application into a patent apf)l ication, which shall be accorded the
filing date of the initial application.

2) An application may not be converted under subsection (1) more
thzgn)once(.jlploI I Y v ! A on (1)

(3) The details of the requirements and the procedure under this
section shall be prescribed by the Regulations.

PART XVII
MISCELLANEOUS PROVISIONS

75. The Minister shall, by statutory instrument, make Regulations
rescribing anything which under this Act is to be prescribed by the
egulations and generally for the better carrying out of the objectSand

purposes of this Act or for giving force or effect toits provisionsor for - reguia

its better administration. tions
Repeal
76. The Patent Registration Ordinance is hereby repeal ed. Cap 217

77. (1) Where a patent was registered in the United Republic under
the former patent law and the privileges and rights conferred by the

registration were effective immediately before the commencement of
this Act then: —

() subject to the following-paragraphs, the patent shall be treated
inthe United Republic asif it had been granted under thisAct.

(b) the patent shall expire as regards the United Republic when those
privileges and rights would have expired if this Act had not been

enacted, ), & 1\

(c) the patent may he invalidated only where those privileges and
rights could have been declared as not having been acquired in
the United Republic if this Act had not been enacted,

(d) the certificate of registration, or a certified copy thereof, shall
be admissible as primafacie evidence of the date and fact of
registration, and _ _ _

(e) an action for infringement shall lie under this act only if the
alleged infringement occurred on or after the commencement of
thisAct, and'in any other case may be instituted and disposed

of asif this Act had not been made.
(21) So far asis necessary for the Ipurpos;es of subsection (1) above,
the register of patents under the former patents law snall be maintained

as nearl){]as may be, and shall be regarded and dedlt with, asif it were
part of the register under this Act.
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(3) Section 40(1) and Part . X of thlS Act shall not apply to llcence

* contracts within the meamng of section -2(1) and contracts assigning

the right to a patent or assigning applications or patents, provided that

the said contracts were concluded before the commencement of this

Act, and are submitted for registration to the Registrar within 60 days
from the commencement of this Act.

(4) In this section “‘the former patents law” means the Patents (Regist-
ration) Ordlnance

;

Passed in the National Assembly on the twentieth day of January, 1987. -
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